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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on May 27, 
2008 has been entered. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Claim 5 recites that the top 
portion and base portion are curved on surfaces facing outward and flat on surfaces 
facing each other. In all of the presently submitted drawings, it appears that the top 
portion and base portion have substantially identical curvatures on both their inner and 
outer surfaces. Therefore, these elements must be shown or the feature(s) canceled 
from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
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number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 26 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 26 depends from claim 15 which recites that the 
method comprises the step of releasing the electrode array from the surgical tool once it 
is within the orbital socket. Claim 26 then recites that the method further comprises 
laterally releasing the electrode array through the open space. It is unclear if this 
second recitation of a releasing step refers to the first which is performed within the 
orbital socket, or whether this second recitation introduces a new releasing step which 
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may be performed independently of the first releasing step. For present purposes of 
examination, claim 26 is considered to recite two separate releasing steps. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 3, 5, 6, 8, 1 1 , 20, 21, and 23-25 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Shippert (US 5,507,807). 

Shippert discloses a surgical tool for implantation of an electrode array (Figures 
3-6) comprising a frontally closed end portion 48 having a curved shape, the curved 
shape defining a rounded front surface and a back surface opposite the rounded front 
surface, a base portion 76 coupled to the back surface at a first location, and a top 
portion 24 coupled to the back surface at a second location. Although the base portion 
76 is not formed integrally with or directly joined to the back portion, it is considered to 
be substantially coupled to the back portion. The distance between the first location 
and the second location defines an open space between the base portion and the top 
portion, and in an operating condition, the base portion is substantially parallel to the top 
portion. The open space defines a lateral opening of the surgical tool through which an 
implant may be released. (Figure 6) 
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Regarding claim 5, the top portion and base portions have portions on their outer 
surfaces that are curved and portions on their inner surfaces that are substantially flat. 

Regarding claim 6, there is a keeper 88 connected to the base portion 76 to limit 
travel of the top portion 24. 

Regarding claim 20, the base portion 76 is concave in one dimension and convex 
in another while the top portion 24 is convex in two dimensions. (Figure 3) 

Regarding claim 24, the electrode array is functionally recited and is not 
considered to be positively claimed. Shipper! discloses a first operating condition (when 
contact wedge 64 is located proximally as seen in Figure 4) for allowing retention of an 
electrode array and a second operating condition (when contact wedge 64 is being 
advanced as seen in Figure 6) for allowing release of an electrode array through the 
lateral opening. In both operating conditions, the distance between the base portion 
and the top portion is controlled. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2, 7, 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 



over Shippert (US 5,507,807). 
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Regarding claim 2, as disclosed in Shippert, the tool must be disassembled in 
order to load an implant 40 between the top and base portions. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to provide a hinge 
between the front end portion and the top portion so that an implant could be easily 
loaded into the delivery chamber without disassembling the device. 

Regarding claim 7, Shippert discloses tracks 72a and 72b in the top portion that 
meet guides 82a and 82b in the base portion to latch the base and top portions 
together. It would have been obvious provide the tracks on the base portion and the 
guides on the top portion since such a modification would merely constitute a reversal of 
parts. The tracks comprise notches. 

Regarding claims 9 and 10, it would have been obvious to one of ordinary skill in 
the art to fashion the tool of Shippert from ABS or stainless steel since it has been held 
that selecting a material known to be suitable for an intended purpose merely requires 
ordinary skill in the art. 

Claims 4, 12-19, 22, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shippert (US 5,507,807) in view of Hughes (US 6,579,256). 

Shippert teaches all elements of claims 4, 1 2-1 9, 22, and 26 except for the 
device being curved to approximate the radius of an eye and that the tool being used to 
deliver an electrode array into an orbital socket. Hughes teaches a similar delivery 
apparatus wherein the device is curved to approximate the radius of an eye, and 
teaches using said apparatus for delivery an electrode array into an orbital socket. It 
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would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify the apparatus and method of Shippert by curving the top and base portions to 
approximate the radius of an eye and using said the tool for delivering an electrode 
array into an orbital socket in order to restore a degree of vision to a patient as taught 
by Hughes. 

Specifically regarding claim 17, Shippert discloses that the top and base portions 
slide relative to one another to allow an implant to be placed therebetween. It would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
instead hingedly couple the top and base portions together since this would be a 
functionally equivalent mechanism for allowing access to the chamber between the top 
and base portions. 

Response to Arguments 

Applicant's arguments with respect to claims 1-26 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric Blatt whose telephone number is (571)272-9735. 
The examiner can normally be reached on Monday-Friday, 9:00 AM-6:00 PM. 



Application/Control Number: 10/627,260 Page 8 

Art Unit: 3734 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Todd Manahan can be reached on 571-272-4713. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Eric Blatt 
571-272-9735 

/Todd E Manahan/ 

Supervisory Patent Examiner, Art Unit 3731 



